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RKMARKS 



The Examiner has rejected Claims 1-4, and 6-8 under 35 U.S.C. .03(a) as being 
?M Z^S Pat J 5 398,196 to Chambers in view of International Apphcatton 
X:rXCX^S93»50 2 9) to Branham in view of applicant, admitted prtor 

art (AAPA). 

ta response to app.icanfs previous amendments and remarks, the Examiner axgues that 
■•Brannam 21 - Z «- new mutations of *,e amended eiaims, Applet respeetfu.lv 
disagrees with such assertion. 

Snecifically me Examiner relies on page 6, line 16 through page 7, line 15; page 8, line 4 
* JZZZf P°se3, Unes 15-26; and page 5, lines 20-32 to make a prior arishowmg 
s - ta^deLming in response to and after a closure request, bu, before file 

limitations in each of the independent claims). 

Branham, however, merely suggests various security techniques *a. are initial » a 
action of a file being modified. There is simply no disc,osure, teaching or suggesnon of 
makin. a determination as to whether a file is modified relative to the open and closure, thereof, 

Z T.... . L.„« request. b^lbe^iS^ ~»~ «- - »~ 

modified .i~~hrin- opened" (emphasis added). 

Only apphcan. teaches and claims such feature which enab.es the presently Cairned 

11 of the file, and the time ,h. file is actually closed. A none of allowance or a spectfic 
prior ar. showing of the foregoing Cairn .imitations, in combination with the rematntng 
limitations, is respectfully requested. 
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closure only if said opened file has been modified" (see this and similar .imitations in each of the 
independent daims). Specifical.y, .he Examiner argues that AAPA "discloses that an opened file 

is scanned before closure.** 

In response, applicant notes that, even if the Examiner's assertion is correct, AAPA still 
does not provide for a technique for "scanning said opened file for viruses before closure pn]vi_f 
.^^^^^noM^" (e-phasis added). Again, such feature is paramount for 
minimizing the scanning of an opened filed for viruses between a time a user requests closure of 
the file, and the time the file is actually closed. 

To establish .prima facie case of obviousness, three basic criteria must be met. First, 
there must be some suggestion or motivation, either in the references themselves or rn the 
knowledge generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of success^ 
Finally the prior art reference (or references when combined) must teach or suggest all the ctam 
limitations. The teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must both be found in the prior art and not based on applicant's 
disclosure. In re Vaeck.W F.2d 488, 20 USPQ2d 1438 (Fed.Cir.1991). 

Applicant respectfully asserts that at least the third element of the prima facie case of 
obviousness has simply not been met, sjn^nm^ J^rrs when combined^ ltoteach 
~ M . n r t all the clai m limitations. 

It is further noted that the Examiner's application of the prior art to applicant's dependent 
claims is similarly replete with deficiencies. Just by way of example, the Examiner has rejected 
Claims2Obyrelyingoncol.3,line64--col.4,Une3;col.l0,lines7-14;andcol.9,ll-60. 

After careful review of such excerpts, however, applicant asserts that there is simply no 
suggestion of a "dirty cache buffer," let alone: 

" before said detecting step, the steps of: 

A ;n,-n P whethe- n p^tin, sv StP m includes a "dirty cache buffer" to 
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♦~ ™a<> heinc in Hi^ative of said flag; and 

UJTO the cornier — .„ tin, fnr „.- rrt ^f.f a raised 

^^^^^.aim 2 - emphas,s added); and 

JBsmmm£ , said method further includes the s.eps of: 

^^^^ 
ffiiaiiud dJ]agJ^^ (seeCla 1 m3 

,■ , ,rtfullv asserts that a. least the third element of ^ prima facie ease 
Again, apphcant respectfully asserts that when combine d^faiLa 

of Piousness has su^ly no, been me,, ^^^^^r^n, 
Bash^SSSB^^ A not.ee . > Mly 

*ove, arranged as remured b, the 

requested. 

n exoedite the prosecution of this application, 

fees to Deposit Account No. 50-1351 (Order No. NAI1P194/99.1 15.01) 



Respectfully submitted, 



By: 




Da,e:___k/^1 



Silicon ValleyfP Group, PC 
P.O. Box 721 T20 
San Jose, California 95 172-1 120 

Telephone: (408)971-2573 
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